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REMARKS 

The Official Action of May 28, 2 008, and the prior 
art relied upon therein have been carefully reviewed. The 
claims in the application are now claims 2 and 8-14, and these 
claims define patentable subject matter for the reasons set 
forth below. Favorable reconsideration and allowance are 
respectfully urged . 

Acknowledgement by the PTO of the receipt of 
applicants' papers filed under Section 119 is noted. 

Certain a;mendments have been made above whereby 
claims 1 and 3-7 have been deleted without prejudice to 
applicants' rights to pursue such claims in a continuing 
application, if applicants choose to do so, without any 
penalty whatsoever, and relying on Sections 120 and 119. 

Claims 1 and 5 have been rejected under Section 102 
as anticipated by Schumacher. Claims 4 and 6 have been 
rejected as obvious under Section 103 from Schumacher. Claim 
7 has been rejected as obvious under Section 103 from 
Schumacher in view of Fung et al USP 6,221,655 (Fung) . 
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As noted above, these claims have been deleted 
without prejudice, so applicants need not address these 
rejections, as regards these claims, as the present time. 

Claim 8 has been rejected as obvious under Section 
103 from Schumacher, This rejection is respectfully 
traversed. 

Schumacher WO 02/088296 relates to a device and 
method for processing biological samples (e.g. insects, fungi, 
bacteria, plant and animal tissues) by homogenizat ion, etc. 
As regards claim 8, the rejection states that Schumacher shows 
everything claimed except the use of centrifugal force rather 
than elevated pressure in order to press the sample against 
and through the filter. The examiner concludes that it would 
have been obvious to substitute centrifugal force as claimed 
in place of the elevated pressure disclosed and taught by 
Schumacher. Applicants respectfully disagree. 

Even if Schumacher shows everything that the 
rejection alleges, respectfully not necessarily admitted, 
there still would be no reason for a person of ordinary skill 
in the art to substitute centrifugal force to drive a pressing 
member within the cylindrical body so that the pressing member 
presses the sample against the filter to force the sample to 
pass through the filter. Insofar as is known, no reason 
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exists in Schumacher for such a substitution, and indeed 
Schumacher does not even faintly imply the use of centrifugal 
force . 

Advantages exist in the use of centrifugal force 
which of course is not disclosed, taught or even remotely 
implied by Schumacher, considering that Schumacher does not 
even contain a hint of the use of centrifugal force. 
Advantages are simplicity of the equipment, and good and 
consistent application of force. As stated at the bottom of 
page 4 of the present application, applicants' system achieves 
a reduction manufacturing costs, as well as other improvements 
there enumerated. In the paragraph starting at line 15 of 
page 5, it is pointed out that use of centrifugal force allows 
the use of a commercially available centrifuge, and a 
simplified process. Importantly, centrifugal force acts on 
both the pressing member and the sample, while pressure from 
above acts directly only on the pressing member. 

In addition as pointed out in the bottom paragraph 
on page 15 of applicants' specification, use of centrifugal 
force eliminates the possibility that the broken-up sample can 
leak contrary to the direction of the force, because the 
centrifugal force acts not only on the pressing member but 
also on the sample itself, resulting in a difference in kind 
over anything disclosed by Schumacher. 
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The method of claim 8 would not have been obvious 
from Schumacher. Withdrawal of the rejection is in order and 
is respectfully requested. 

Claims 2 and 11-14 have been rejected as obvious 
under Section 103 Schumacher in view of Fung. This rejection 
is respectfully traversed. 

Schumacher has been discussed above. The rejection 
states that Fung teaches a spin filter assembly for isolating 
a desired compound in which the sample is forced through the 
filter in a tube by centrifugal force. The examiner concludes 
that it would have been obvious to substitute the use of 
centrifugal force as taught by Fung in the system of 
Schumacher. Applicants respectfully disagree. 

Please note that Fung relates simply to filtration, 
a system in which very little pressure is required. Contrary 
to Fung, both the present invention and Schumacher relate not 
to simple filtration, but instead to breaking-up samples, 
which may be relatively hard, into smaller particles. 

Thus, to efficiently break-up relatively hard 
samples, such as brain tissue, liver tissue and the like, as 
required according to the present invention, a small force as 
taught by Fung would not be sufficient. Quite differently 
from Fung, the present invention uses not only the centrifugal 
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force exerted on the sample itself, but also the centrifugal 
force exerted on the pressing member, i.e. the breaking-up 
stick, to break-up the sample. In other words, the objectives 
are quite different, breaking-up samples in one case, and 
filtration in the other (Fung) case . 

The person of ordinary skill in the art faced with 
applicants' problem would not even consider Fung because of 
the different objectives and the nature of the force required 
according to the present invention. Moreover, the person of 
ordinary skill in the art, with Schumacher as a starting 
point, would not consider Fung (which is basically of a 
different art) because (1) it would not be foreseen that 
sufficient force could be provided, and (2) teachings from the 
art of simple filtration would be of no interest. In 
addition, even if centrifugal force were considered by the 
person of ordinary skill in the art from a consideration of 
Schumacher and Fung together, there would be no reason to 
adopt centrifugal force because the skilled artesan would see 
no advantage in adopting same, the advantages of doing so 
appearing only in applicants' specification which of course 
was not available to the person of ordinary skill in the art 
at the time the present invention was made. 

The present invention provides remarkable advantages 
which are shown in applicants' specification in the 
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exemplified experiment. The present invention solves a 
problem which existed in the prior art by a system (method and 
apparatus) in which the force pressing the sample against the 
filter member is a combination of the centrifugal force on the 
sample itself and the centrifugal force on the pressing 
member . 

The problem which existed in the prior art (for 
instance a breaking-up method using a QIA shredder) was that 
the force pressing the sample against the filter member was 
relatively small, making the prior art systems effectively 
applicable only to limited samples. In contrast, the present 
invention provides a sample breaking-up system allowing for 
the efficient and simplified breaking-up of relatively hard 
samples, such as brain tissue, liver tissue and the like, as 
pointed out in applicants' specification such as from the 
middle of page 3 through the top part of page 4 . 

The advantageous efficiency achieved by the present 
invention is concretely described in the experimental example 
in applicants' specification at page 17, line 5, to page 20, 
line 8. This experimental example shows an improvement in the 
breaking-up efficiency from around 10% in the prior art to 
around 37-53% in the present invention, noting Table 1, an 
improvement of about 400% to 500%. This is achieved according 
to the present invention because the centrifugal force is 
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exerted not only on what is referred to as the ''breaking-up 
stick", i.e. the claimed pressing member, but also to the 
effect of the centrifugal force on the sample itself. 

To summarize, applicants respectfully maintain (1) 
that the combination would not have been obvious because of 
the different objectives in the two references, (2) that the 
use of centrifugal force is not equivalent to the pressure 
applied by Schumacher because pressure from above in 
Schumacher acts directly only on the pressing member whereas 
centrifugal force acts on both the pressing member and the 
sample itself, and (3) the prior art provides no reasonable 
expectation of the improved results achieved. 

Withdrawal of the rejection is in order and is 
respectfully requested . 

Claim 10 has been rejected as obvious as under 
Section 103 from Schumacher in view of Fung, and further in 
view of Saghbini et al 2004/0005608 (Saghbini) . This 
rejection is respectfully traversed. 

Saghbini has not been cited to make up for the 
aforementioned deficiencies as pointed out above with respect 
to the purposed combination of Schumacher in view of Fung, and 
indeed does not do so. As claim 10 depends from and 
incorporates the subject matter of claim 2, it follows that 
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the purposed combination does not even meet the claim 2 of 
part of claim 10, let alone the dependent part of claim 10. 

Withdrawal of the rejection is in order and is 
respectfully requested . 

Claims 3 and 9 have been rejected as obvious under 
Section 103 from Schumacher in view of Saghbini . This 
rejection is respectfully traversed. 

As regards claim 3, the rejection need not be 
addressed at the present time in view of the above deletion of 
claim 3 without prejudice. 

As regards claim 9, it depends from claim 8 and 
therefore incorporates the subject matter of claim 8. 
Saghbini does not make up for the aforementioned deficiencies 
of Schumacher as pointed out above with respect to claim 8, 
and has not even been cited for that purpose, i.e. neither 
Schumacher nor Saghbini disclose, teach, suggest or even 
remotely imply the use of centrifugal force, and thus provide 
no reason for one of ordinary skill to adopt centrifugal 
force . 

The purposed combination would not reach even the 
claim 8 part of claim 9, let alone the dependent portion 
thereof . 
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Withdrawal of the rejection is in order and is 
respectfully requested. 

The examiner has drawn lines through the 
identification of references AA through AG on the form SB/08 
filed as part of the Information Disclosure Statement (IDS) of 
September 20, 2005, without providing any explanation for 
doing so. Insofar as applicants aware, the Information 
Disclosure Statement in question was presented according to 
the regulations, and therefore the examiner should place his 
initials in the margin adjacent each of those documents 
indicating that he has considered those documents. Such is 
respectfully requested. 

The prior art documents of record and not relied 
upon by the PTO have been noted, along with the implication 
that such documents are deemed by the PTO to be insufficiently 
material to warrant their application against any of 
applicants ' claims . 

Applicants believe that all issues raised in the 
Official Action have been addressed above in a manner that 
should lead to patentability of the present application. 
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Favorable consideration and early formal allowance are 
respectfully requested. 



Respectfully submitted. 



BROWDY AND NEIMARK, P.L.L.C. 
Attorneys for Applicant 
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